
u 



United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address; COMMISSIONER FOR PATENTS 
P.O. Box 1450 

AlexHndria, Vugiiua 22313-1450 
www.uspto.gov 



APPLICATION NO. | FILING DATE' 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 



09/990,491 



11/20/2001 



Tamio Inoue 



5150-005 



3406 



3541! 7590 08/14/2003 

KILYK & BOWERSOX, P.L.L.C. 
3603 CHAIN BRIDGE ROAD 
SUITE E 

FAIRFAX, VA 22030 



EXAMINER 



ROSE, ROBERT A 



ART UNIT 



PAPER NUMBER 



9 



3723 

DATE MAILED; 08/14/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



f 



Office Action Summary 



Application No. 
09/990,491 



Applicant(s) 



Inoue 



Examiner 



Robert Rose 



Art Unit 

3723 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty {30} days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) 5(1 Responsive to communication(s) filed on 11-20-01, 12-10-01 



2a) □ This action is FINAL. 2b) K This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) 1x1 Claim(s) 1-1 1 is/are pending in the application. 



4a) Of the above, claim(s) 
5)0 Claim(s) 



6) 53 Claim(s) 1-11 

7) D Claim(s) 

8) D Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are a) □ accepted or bp objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 1p The proposed drawing correction filed on is: ap approved bp disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 
12p The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13)1x1 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a) 53 All bp Some* cP None of: 

1. 53 Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14p Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

a)D The translation of the foreign language provisional application has been received. 

15p Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1) 53 Notice of References Cited (PTO-892) 4) O Interview Summary (PT0-413) Paper No(s). 

2) CH Notice of Draftsperson's Patent Drawing Review (PT0-948) 5) Q Notice of Informal Patent Application (PT0-1 52) 
31 □ Information Disclosure Statements (PT0-1449) Paper No(s). 6) □ Other: 



U. S. Patent and Trademark Office 
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DETAILED ACTION 

1 . Receipt is acknowledged of Applicant's Preliminary Amendment, filed November 20, 
2001. 

2. Receipt is acknowledged of Applicant's Foreign Priority Papers, filed December 10, 
2001. 

3. Figures 4, 5a, and 5b should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). A proposed drawing correction or 
corrected drawings are required in reply to the Office action to avoid abandonment of the 
application. The objection to the drawings will not be held in abeyance. 

4. Claims 1-11 are presented for examination. 

5. Claims 1-11 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since the 
resulting claim does not clearly set forth the metes and bounds of the patent protection desired. 
Note the explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
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the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, claim 1, line 3 recites the broad recitation "abrasive 
grains", and the claim also recites "diamond powders" or "the like" which is the narrower 
statement of the range/limitation. Similarly, in claim 2, line 5 the phrases "such as..." and "or the 
like" are deemed to render the scope of the claim indeterminant since the scope of protection 
sought is unclear. In claim 1, line 4 the phrase "the outer surface" has no antecedent basis in 
claim 1. In claims 5, and 7-9 the phrase the working member is provided with a grinding reamer 
and rotating brush" is deemed inaccurate, in thflfthe working member can only comprise one or 
the other, depending upon which working member is selected for use. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Lenhart. 
Lenhart discloses a combined tool comprising a main tool body with a grinding member, and a 
forward working member comprising a working portion removably secured to the front of the 
tool. 

8. Claims 1-2, and 6 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Czubak. Czubak disclose all of the subject matter of applicant's claims above. Note expandable 
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grinding member having tapered inner diameter defined by surfaces(265) on each of the grinding 
elements(255), and cutting member(215) located at a distal end of the tool. 

9. Claims 3-5, and 7-11 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.(!1 1 12 set forth in this Office action. 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. German patent No. 0578 1 12 is cited of interest to show another combined 
cutting/honing tool with distal end portions accomodating a cutting member. Nagel et al, and 
Higashikawa are cited to show other honing tools with expandable working portions actuated by 
a conical member. 

1 1 . Any inquiry concerning this communication should be directed to Robert Rose at 
telephone number (703) 308-1360. 
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